RESPONSE TO OFFICE ACTION 

A. Status of the Claims 

Claims 1-50 are pending. Claims 2-35 and 46-50 were examined in the July 30, 2007 

Office Action. Claims 1 and 36-45 were withdrawn as drawn to a nonelected invention. Claims 2- 
35 and 46-50 were rejected in the July 30, 2007 Office Action. With this Amendment and 
Response, claim 1 is newly canceled, and claims 2-4, 7, 12, 14, 19 and 21 are amended, to more 
particularly point out and distinctly claim the invention. The cancellation and amendments are 
made without prejudice or disclaimer. 

B. Rejection under 35 U.S.C. 102(b) 

Claim 2 was rejected under 35 U.S.C. 102(b) as being anticipated by Wisman et ah, PNAS 
95:12432-12437 (1998). It is asserted that Wisman teaches a tt6 mutant in Arabidopsis that 
comprises a mutant flavanone 3-hydroxylase that has lost its enzymatic function, allowing 
accumulation of naringenin, which is the substrate of isoflavone synthase. Applicants respectfully 
request reconsideration and withdrawal of this rejection in light of the claim amendments and the 
following comments. 

Applicants note that claim 2 now depends from claim 4. As such, claim 2 now requires the 
up-regulation of an isoflavone synthase by introducing a transgene encoding the isoflavone synthase 
into the plant. Wisman does not disclose the introduction of a transgene encoding an isoflavone 
synthase into a plant. Since Wisman does not teach eveiy element of rejected claim 2, it does not 
anticipate that claim. Accordingly, withdrawal of the rejection of claim 2 under 35 U.S.C. 102(b) 

B. Rejections under 35 U.S.C. 103(a) 

Claims 2-35 and 46-50 were rejected under 35 U.S.C. 103(a) as being unpatentable over 

U.S. Patent 7,189,895 to McGonigle and Odell ("the '895 patent"), in view of U.S. Patent 7,098,011 
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to Fader et al. ("the 'Oil patent"), and in further view of Applicants' asserted disclosure of the state 
of the prior art. It is stated that the '895 patent teaches down-regulating flavanone 3-hydroxylase 
and up-regulating expression of isoflavone synthase and chalcone isomerase by transformation with 
maize CI and R transcription factors in conjunction with an antisense flavanone 3-hydroxylase, 
along with plants transformed thereby, and that the CI and R transcription factors upregulate 
expression of chalcone synthase and chalcone isomerase as well as the expression of other enzymes 
of the phenylpropanoid pathway in plants, as further discussed in the 'Oil patent. Applicants 
request reconsideration and withdrawal of the rejection under 35 U.S.C. 103(a) in light of the 
Declaration under 37 C.F.R. 1.131 and Exhibit A submitted herewith and the following discussion. 

A Declaration under 37 C.F.R. 1.131 is provided herewith, along with supporting materials 
provided in Exhibit A. The dates on the Exhibit A attached to the Declaration have been redacted 
consistent with standard practice under 37 CFR §1.131, but each of the redacted dates is prior to 
June 13, 2002 and therefore the evidence provided reflects an invention date prior to that time, as 
explained in the Declaration. See MPEP §715.07. The Declaration and supporting materials 
establish that the claimed invention was conceived and reduced to practice prior to the June 13, 
2002 priority date of the '895 patent. As the present invention was made before the '895 priority 
date, Applicants submit that the '895 patent cannot be used as prior art against the instant claims 
under 35 U.S.C. 103(a). 

Since the '895 patent is not available as prior art for the rejection under 35 U.S.C. 103(a), in 
order for the rejections to be maintained, the remaining references, i.e., the '011 patent and 
Applicants' asserted disclosure of the prior art, must combine to disclose all aspects of the rejected 
claims. In that regard, neither the '011 patent nor the Applicants' disclosure of the prior art teaches 
or suggests the down-regulation of flavanone 3-hydroxylase to increase isoflavanoid biosynthesis in 
a plant, as required in rejected claims 2-35. Nor does the '011 patent or the Applicants' disclosure 
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of the prior art teach or suggest any methods of increasing isoflavanoid biosynthesis in an alfalfa 
plant, as required in rejected claims 46-50. Since neither the 'Oil patent or the Applicants' asserted 
disclosure of the prior art teaches or suggests all aspects of the rejected claims, withdrawal of the 
rejections under 35 U.S.C. 103(a) is respectfully requested. 

CONCLUSION 

In light of the above amendments and discussion, applicants respectfully request withdrawal 
of all rejections and examination of withdrawn claims 37-45, since those claims are dependent on 
allowable claim 24 or 40. 

Respectfully submitted, 

/Robert E. Hanson/ 

Robert E. Hanson 
Reg. No. 42,628 
Attorney for Applicants 

Date: January 30, 2008 



Sonnenschein Nath & Rosenthal LLP 
1717 Main Street, Suite 3400 
Dallas, TX 75201 
Tel.: 214.259.0931 
Fax: 214.259.0910 
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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
ta re Application of: 

Richard A. Dixon et al Group Art Unit: 1638 

Serial No.: 10/659,755 Examiner: Russell Kallis Ph.D. 

Filed: September 10, 2003 Atty. Dkt. No.: 11000025-0045 NBLE:007US 

For: METHODS AND COMPOSITIONS FOR Confirmation No. 41 03 
PRODUCTION OF FLAVONOID AND 
ISOFLAVONOID NUTRACEUTICALS 

DECLARATION UNDER 37 C.F.R. $ 1.131 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

1 . We, Richard A. Dixon, Chang- Jun Liu and Bettina Deavours hereby declare as follows: 

2. We are the co-inventors of the subject matter claimed in the above-referenced patent 
application. 

3 . We understand that the United States Patent and Trademark Office has rejected the 
claims of the above-referenced patent application as being obvious over U.S. Patent No. 
7,189,895 in view of U.S. Patent 7,098,01 1. 

4. We are submitting this Declaration to provide evidence demonstrating that the subject 
matter of the claims of the above-referenced patent application was conceived of and reduced to 
practice prior to the June 13, 2002 effective date of U.S. Patent No. 7,189,895. 

5 . As evidence of the foregoing, we attach as Exhibit A copies of laboratory notebook pages 
showing invention of the subject matter of claim 4 and claim 46, to which we understand the 
remaining rejected claims depend, prior to the June 13, 2002. Specifically, the attached exhibit 
shows that a plant was created expressing isoflavone synthase (IFS) in a flavanone 3- 
hydroxylase (F3H) knockout background (tt6 mutant) and the identification of a resulting 
increase in production of genistein prior to June 13, 2002. Therefore, we had invented the 
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subject matter of the claims rejected as obvious by the examiner prior to the effective date of 
U.S. Patent No. 7,189,895. 

6. We declare that all statements made herein are true, and that all statements made upon 
information and belief are believed to be true, and further, that these statements were made with the 
knowledge that willful, false statements and the like so made are punishable by fine or 
imprisonment, or both, under 1 8 U.S.C. § 1001 , and that willful, false statements may jeopardize the 
validity of the application, or any patent issuing thereon. 



Richard A. Dixon 



Date Chang- Jun Liu 



Bettina Deavours 
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Serial No : 10/659.755 Examiner: Russell Kallis Ph.D. 

Filed: September 10, 2003 Atty. Dkt. No.: 1 1000025-0045 NBLE:0()?t IS 

For: METHODS AND COMPOSITIONS FOR Confirmation No. 41 03 
PRODUCTION Ol- I ! AVONOID AND 
ISOFLAVONOII) NT X R \( TUTICALS 

DEC EAR M IPS t NDER 37 C.F.R, § 1.131 

Commissioner lor Patents 

P.O Box 1450 

Alexandria, VA 22313-1450 

Sir: 

1 . We, Richard A, Dixon. Chang-Jim l.iu and Bettiiia Deavours hereby declare as follows: 

2. At u iu , » t s..;- cc. .!:.: % . . ,!..-.!-.. > lt , iced patt 
application. 

3. We understand that the United States Patent and Trademark Office has rejected the 
claims of the ahove-relerenced patent application as being obvious over U.S. Patent No. 
7,189,895 in view of U.S. Patent 7,098,01 E 

4. Wcaresubn , >_.•', dec t • • tithe subject 

matter of the claims of the above-referenced patent application was conceived of and reduced to 

.::a' i. s P item No 7,189,895. 

5. As evidence of the foie. o . . nc m .eh as Exhibit A copies of laboratory notebook pages 
showing invention of the subject matter of claim 4 and claim 46, to which we understand the 
remaining rejected claims depend, prior to the June 13, 2002. Spec !> ti tta ed exhibit 
show s that a plant was created expressing isoflavone synthase (IPS) in a flavanone 3- 
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subject matter of the claims rejected as obvious by the examiner prior to the effective date of 
U.S. Patent No. 7,139,895. 

6, We declare . >..i ;u:iemc is m.uc herein are true. .t.-J iiu> . • Muiements made upon 
nuunuik- 1 'x- , , ! u. be true, and fur , -s nude with the 

tawwledge that willi'm, rids, r.c.:i. and the like so made are punishable by fine or 
imprisooaKot, or botht aider 18U.S.C. § 1001, and that willful, false statements may jeopardize the 
validity of the application, or any patent issuing thereon. 



Ri rcl A Dixoi 





Date 



Chang-Jun Liu 



Date 



Bell ,)c.iui'.f 



Response to July 30. 2007 Office Action. US 1(0659.755 



Q Jan. I '2008 3:§!W PLANT 5I0L0GY (SC0TT1) 



02 



±?~/£oi*l t ... . ! lisl j:i ./y^^, .5tjpm* 



j \J__ ^ i [ I : i " , i ■ | 



"^ ^j j ^ 1 c jp^pZ >< jfiT^ 




tt±t 



eo 



















— ; 






























/ 9 


b. 






■> c 
























































Off 






i 


























I 1 


HP 


r- 








1 














— ^ 


0; 




— 




















• 


T i" 






























— 
































































- 


_P 




























































































































I 


















5 


■/■>' 




























































































! 














































































: 


— 3 














I 




















_ 1 ' ! 


•40.- 




SOT 







































if 



PAGE MS'RM • 2 r PM [Centra! Standard Time] ■ $VR:GMTPRFM!22 ' OIK',4777 'CSCiO 224 47JI DURATION (MM)*tt 



01/29/2008 17:30 FAX 9704934496 



FedexKinkos Downtown 



i)002/ooe 



PATENT 

IN THE UNITED STATES PATKN'l AND TRADEMARK OFFICE 
In re Application of: 

Richard A. Dixon ei al Group Art Unit: 1638 

Serial No.: 10/659,755 Examiner: Russell Kullis Ph.D. 

Filed: September 10, 2003 Atty. Dkl. No.: 1 1 000025-0045 NI3LE:007US 

For: MET I IODS AND COMPOSITIONS FOR Confirmation No. 4103 
PRODUCTION OF FLAVONOII) AND 
ISOFLA V ONOTD NUTRACEUTICALS 

DECLARATION UNDER 37 C.F.R. 3 1.131 

Commissioner for Patents 

P.O. fiox 1450 

Alexandria, VA 22313-1450 

Sir: 

1 . Wc. Richard A. Dixon, Chang-Jim Liu and Bettina Devours hereby declare as follows: 

2. Wc arc the co-inveniors of the subject matter claimed in the above-referenced patent 
application. 

3. Wc understand that the United States Patent and Trademark Office has rejected the 
claims of the above-referenced patent application as being obvious over U.S. Patent No. 
7,189,895 in view of U.S. Patent 7,098,011. 

4. We are submitting this Declaration to provide evidence demonstrating thai the subject 
matter of the claims of the above-referenced patent application was conceived of and reduced to 
practice prior to the June 1 3, 2002 effective date of U.S. Patent No. 7,1 S9.X95. 

5. As evidence of the foregoing wc attach as lixhibit A copies of laboratory notebook pages 
showing invention of the subject matter of claim 4 and claim 46, to which we understand the 
remaining rejected claims depend, prior to the June 1 3, 2002. Specifically, the attached exhibit 
shows that a plant was created expressing isofbvone synthase (IPS) in a llavnnone 3- 
hydroxylase (F3N) knockout background (ti6 mutant) and the identification of o resulting 
increase in production of genistein prior to June 13, 2002. Therefore, we had invented the 
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subject matter of ihc claims rejected as obvious by ihe examiner prior io ihe effective date of 
U.S. Patent No. 7,189,895. 

6. We declare that all statements made herein are true, and than all statements made upon 
information and belief are believed to be true, and further, that these statements were made with the 
knowledge that willful, false statements and the like so made are punishable by line or 
imprisonment, or both, under 18 U.S.C. § 1001, and that willful, false statements may jeopardize the 
validity of the application, or any patent issuing thereon. 



Date Richard A. Dixon 



Date Chang-Jon Liu 




Dale 



Bcliina Dcavours 
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